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CERTIFICATION UNDER 37 C.F.A. §§ 1.8(a) and 1.10*
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Box 1450, Alexandria, VA 22313-1450

37 CF.R. § 1.8(a) 37CFR §1.10°

5 with sufficient postage as first class mall. O as "Express Mail Post Office to Addressee”

Mailing Labei No. (mandatory)
TRANSMISSION

O facsimile transmitted to the Patent and T, Offics, (703) —0 . A

o OO % V\\}\
n Signature © o
Date: h K
TAMMY L. KNIGHT

(type or print name of person certitying)

* Only the date of filing (§ 1.6)wﬂb¢tfndabmdhcpamntamadiwmtcdadcm aithough the date
on any certificate of mailing or transmission under $ 1.8 continues to be taken into account in determining
timeliness. See § 1.703(Y). Consider “Express Mail Post Office to Addressee” (§ 1.10) or facsimile transmission
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NOTE:

NOTE:

NOTE:

*Section 1.97(s) makes it clear that a certification could contain either of two statements. One statement
is that each item of information in an information disciosure statsment was cited in a search report from
a patent office outside the U.S. not more than three months prior to the filing date of the statement,
Under this certification, it would not matter whether any Individual with a duty actually knew about any
of the information cited before receiving the search report. In the altemative, the certification could state
that no item of information contained in the information disciosure statement was cited in a
communication from s foreign patent office in a counterpart foreign application and, to the knowledge
of the person signing the certification after making reasonable inquiry, was known to any individual having
& duty to disclose more than three months prior to the filing of the statement.” Notice of January 9,
1992, 1135 O.G. 13-25, at 13. (emphasis added). Thus: “If an item of information is submitted within
three months of being cited in & communication from a foreign patent office in 8 counterpart foraign
spplication, the certification can be properly made regardiess of any individual’s previous knowledge
of the inforration.” Id., 1135 O.G. at 19. See § 6098(5), M.P.E.P., 8th Edition.

“The date on the communication by the foreign patent office begins the 3-month period in the same
manner as the mailing of an Office action starts & 3-month shortened statutory period for reply. If the
communication contains two dates, the mailing date of the communication is the one which begins
the 3-month period. The date which begins the 3-month period is not the date the communication was
raceived by a foreign associate or the date it was received by s U.S. registered practitioner. Likewise,
the statement will be considered to have been filad on the date the statsment was received in the Office,
or on an earfier date of mailing or transmission if accompanied by a properly executed certificate of
malling or facsimile transmission under 37 CFR 1.8, or if it is in compliance with the provisions for
“Express Mail® delivery under 37 C.F.R. 1.10." See § 6098(5), M.P.E.P., 8th Edition.

“The certification can be based on present, good faith knowledge about when information became known
without & search of files being made.” Thus, for axample, the certification of § 1.97(e) does not preciude
the use of the certification in an application by corporations whose practitioners have over the years
reviewed thousands of patents and technical publications, even though they are unaware of the relevance
of any one thereof to the application. Notice of January 9, 1992, 1135 O.G. 13-15, at 19,

See § 609B(5), M.P.E.P., 8th Edition:

“lf an Information disclosure statement includes a copy of a dated communication from a foreign
patent office which clearly shows that the statement is being submitted within 3 months of the date
on the communication, the copy will be accepted as the required communication. It will be assumed,
in the absence of evidence to the contrary, that the communication was for a counterpart foreign
application.

“In the altsrnative, a statament can be made if no item of information contained in the information
disclosure statement was cited in & communication from a foreign patent office in a counterpart foreign
-application and, to the knowiedge of the person signing the statement after making reasonable inquiry,
neither was it known to any individual having & duty to disciose more than 3 months prior to the filing
of the statement.”

: A copy of the foreign search report need not be submitted with the certification. Notice of April 20,

1892 (1138 O.G. 37-41, 40).

:  “The phrase ‘aftsr making reasonable inquiry’ makes it ciear that the individual making the statement
has a duty to make reasonable inquiry regarding the facts that are being certified. The statement can

be made by a registered practitionar who represents a foreign client and who relies on statements made
by the foreign client as to the date the information first became known. A registered practitioner who
receives information from a cllent without being informed whether the information was known for more
than three months, however, cannot make the statement without making reasonable inquiry. For
example, if an inventor gave a publication to the attomey prosecuting an application with the intent
that it be cited to the Office, the attomey should inquire as to when that inventor became aware of
the publication and should not submit a statement under 37 C.F.R. 1.97(e)(2) to the Office until a
satisfactory response is received. The statement can be based on present, good faith knowledge about
when information became known without a search of files being made.” Notice of April 20, 1992 (1138
0.Q. 37-41, 39).
See § 609B8(5), M.P.E.P., 8th Edition.

"Although it is recognized that an individual actually becomes aware of the information in the
communication from a foreign patent office sometime after it was mailed, the mailing date of such a
communication, if it occurs prior to a first awareness of the same information, would determine the date
for filing of an information disciosure statement without a fee” in a certification procedure under § 1.97s).
Notice of January 8, 1992, 1135 O.G. 13-25, at 19 (amphasis added).
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NOTE:
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§ 1.56. 62 Fed. Reg. 53,131, 53,150 (Oct. 10, 1997).
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or transmission if done s0 with a property executad certificate of mailing or facsimie transmission under

37C.FR § 1.8 or if it Is in compliance with the provisions for “Express Mail® delivery under 37 C.F.R.
§ 1.10. See § 6098(5), M.P.E.P, 8th Edition,

:  “The certification under § 1.97(a) should be made by a person who has knowledge of the facts being

certified. The certification can be made by a practitionsr who represents a foreign client and who relies
aon statements made by the foreign client s to the date the information first became known. A practitioner
who receives Information from e client without being informed whether the information was known for
more than three months, however, cannot make the certification without making reasonable inquiry.”
Notice of January 9, 1992, 1135 O.G. 13-25 at 19,
“The tarm counterpart foreign patent application means that a claim for priority has been made in either
thoU.S.mpllccﬂmaafanlmmphﬂmbntdonﬁnoﬂmormmmdﬂnus.md .
Wmmmm“mwmg.mmmmwsmhmm
Ofﬂuchlmtlnmu.&pdaﬂynclwmdmtfnU.S.appliuﬂm).'NodcoolApdzo, 1992 (1138
0.G. 37-41, 39). See § 605B(3), M.P.E.P., 8th Edition.
“individuals other than the sttomey, agent or inventor may comply with this ssction by disclosing
information to the attomey, agent or inventor.” 37 C.F.R. § 1.56(c) and
*Indivicuals associated with the flling or prosecution of a patent application within the meaning of this
saction are:
(1) each Inventor named in the appiication:
{Z)ndnttomoyoragunwhopnpamormmdnwkaﬂon;md
(3) avery other person who s substantively involved in the preparation or prosecution of the
gpplication and who s associated with the inventor, with the sssignee or with anyone to whom there
is an obligation to assign the application.” 37 C.F.R. § 1.56(c).

IDENTIFICATION OF INFORMATION DISCLOSURE STATEMENT
. FOR WHICH THIS STATEMENT I8 BEING MADE

1. This statement Is being made for the Information Disclosure Statement
gJ accompanying this statement.
O filed (date)

NOTE:

STATEMENT

A statement under 37 C.F.R. § 1.97(e) need not be in the form of an oath or a declaration under 37
C.F.A. § 1.68. A statement under 37 C.F.R. § 1.97(e) by a registered practitioner or any other individual
that the statement was filad within the 3-month period of either the first citation by a foreign patent
office or first discovery of the information will be accepted as dispositive of compiiance with this provision
In the absence of avidence to the contrary. § 609B(5), M.P.E.P., 8th Edition,
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2, |, the person(s) signing below state:

[0 that each item of information contained in the information disclosure statement
was first cited in any communication from a foreign patent office in a counterpart
foreign application not more than three months prior to the filing of the
information disclosure statement. 37 C.F.R. § 1.97(e}1).

NOTE. mw'mmhpubdmmwmw&bolunbfdmpamom“wmwﬂaﬂm. Notice
of January 9, 1992, 1135 0.G. 13-25 at 19. mm'lhudatobvn'datoonmoomnum'aﬁonby
the foreign patent office.” Notice of April 20, 1992 (1138 0.G. 37-41, 39).

£x that no item of information contained In the information disclosure statement
was cited in a communication from a foreign patent officein a counterpart foreign
application and, to my knowledge, after making reasonable inquiry, no item of
information contained in this Information disclosure statement was known to any
individual designated in § 1.56(c) more than three months prior to the filing of

the information disclosure statement. 37 C.F.R. § 1.97(e)2).
NOTE: “The time at which information ‘was known to any individual designated in 37 C.F.R. 1.56(c)’ is the time

when the information was discovered In association with the application even if awareness of the
materality came later.” Notice of April 20, 1992 (1138 0.Q. 37-41, 40). Section 6098(5), M.P.EP., 8th
Edition.

IDENTIFICATION OF PERSON(S) MAKING THIS STATEMENT

3. The person making this statement Is
" (check each applicable item)

@ O the inventor(s) who signs below

SIGNATURE OF INVENTOR

(type name of inventor who is signing)
) O a person who is substantively invoived in the preparation or prosecution of the
application, and who is assoclated with the inventor, with the assignee, or with
anyone to whom there is an obligation to assign the application (37 C.F.R.
§ 1.56(c)) and who signs below.

SIGNATURE OF PERSON MAKING STATEMENT

(type name of person who is signing)

Address of person who is signing
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(c) £} the practitioner who signs below on the basis of the information:
(check each applicable item)

O supplied by the inventor(s).
O supplied by an individual designated in § 1.56(c).

@ Inthe practitioner’s file.

PV A,

SIGNATURE OF PRACTITIONER

Reg. No.: 28,626 Robert A. Kent
int f
Tel. No. (580)-251-3125 (iype or print name of practitioner)
PO BOX 1431
P.O. Address

Customer No.:
DUNCAN OK 73536-0440

(Statement for Information Disclosure under 37 C.F.R. § 1.97(e) [8-8}—page 5 of 5)



Practitioner's Docket No. 2001 -5267111P2 PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re application of LARRY EOFF, ET AL.

Application No: 10/ 806,894 Group No.:

For:
PERMABILITY- MODIFYING DRILLING FLUIDS AND METHODS OF USE

Mail Stop Amendment
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

TRANSMITTAL OF INFORMATION DISCLOSURE STATEMENT
BEFORE MAILING DATE OF EITHER A FINAL ACTION
OR NOTICE OF ALLOWANCE (37 C.F.R. § 1.97(c))

NOTE: 37 C.F.R. 1.97: “(c) An information disciosure statement shal be considered by the Office if filed after
the period specified in paragraph (b) of this section, provided that the Information disclosure statement
is filed before the mailing date of any of a final action under § 1.113, a notice of aflowance under § 1.311,

or an action that otherwise cioses prosecution in the appiication, and it /s accompanied by one of-
(1) The statement specified in paragraph (e} of this section; or
(2) The fee set forth in § 1.17(p)."

NOTE: “It a final action or notice of allowance is malled in an application and later withdrawn, the application
will be conslderad as not having had a final action or notice of allowance mailed for purposes of

considering an information disciosure statement.” Notice of April 20, 1992 (1138 O.G. 37-41, 39).
CERTIFICATION UNDER 37 C.F.R. §§ 1.8(a) and 1.10*

| hereby certify that, on the date shown below, this cormespondancs is being:
MAILING

{0 deposited with the United States Postal Service in an envelope addressed to Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450

37 C.FR. § 1.8(a) 37CFR §1.10°
0 with sufficient postage as first class mall. O as “Express Mall Post Office to Addressse”
Mailing Label No. (mandatory)
TRANSMISSION

_TAMMY L. KNIGHT

(type or print name of person certitying)

* Only the date of filing (§ 1.6) will be the date used in a patent tarm adjustment caiculation, aithough the date
on any certificate of mailing or transmission under § 1.8 continues to be taken into account in determining
timeliness. See § 1.703(f). Consider "Express Mail Post Office to Addrassee” (§ 1.10) or facsimile transmission
{(§ 1.6(d)) for the reply to be accorded the sarliest possible fiing date for patent term adjustment calculations.

(Transmittal of Information Disclosure Statement befors Mailing Date of Either a Final Action Or Notice of
Allowance [6-4}—page 1 of 3)
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NOTE: 37 C.F.R. § 1.704(d): “A paper containing only an information disclosure statement in compliance with
§§ 1.97 and 1.98 will not be considered a failure to engage in reasonable efforts to conclude prosecution
(processing or examination) of the application under paragraphs (cX6), (c)(8), (c)8), or (c)10) of this
saction if it ls accompanied by s statement that each item of information contained in the Information
disclosure statement was cited in a communication from & foreign patent office In a counterpart
application and that this communication was not received by any individual designated in § 1.56(c) more
than thirty days prior to the filing of the information disciosure statement. This thirty-day period is not
extendable.’

NOTE: *f information submitted during the period set forth in 37 C.F.R. 1.97(c) with a certification is used in
a new ground of rejection on unamended claims, the naxt Office action will not be made final since
in this situation 1t s clear that applicant has submitted the information to the office promptly after it
mmmwmnmummww.m¢Mwmmmm
by the Office. However, the information submitted with a certification can be used in a new ground
dmhcﬂonmd#nmﬂOMaacﬂmnnanﬂﬂnmmddrdxﬂmwnwutcdby
amendment of the appiication by applicant. Where the information is submitted during this period with
a fes, the examiner may use the information subemitted, e.g., printed publication or evidence of public
m.mdmnkaﬂnmﬂdﬂanﬂmﬂndwhothuwnotﬂnchhmhawbunmdad,pmvldod
that no other new ground of rejection which was not necessitated by amendment to the claims is

introduced by the examiner. See MPEP 706.07(a). If & new ground of rejection Is introduced that /s
neither necessitated by an amendment to the ciaims nor based on the information submitted with the
foe 3ot forth in 37 C.F.R. § 1.17(p), the Office action shall not be made final.” Notice of April 20, 1992

(1138 O.G. 37-41, 39).

WARNING: °A petition for suspension of action to allow applicant time to submit an information disclosure
staternent will be denied s faliing to present good and sufficient ressons, since 37 C.FR § 1.97
MMMWMWMMMWMMMMWWW'
Notice of July 6, 1992 (1141 O.G. 63). But see § 103(b) and (c), imited suspension of action in
& continued prosecution application (CPA) filed under § 1.53(d) and in a request for continued
exarmination (RCE) under § 1.114.

WARNING: No extension of time can be had under 37 C.F.R. 1.136 (a) or (b) for filing an IDS. 37 C.F.R. 1.97().

TIME OF TRANSMITTAL OF ACCOMPANYING
INFORMATION DISCLOSURE STATEMENT

1. The information disclosure statement transmitted herewith is being filed after three
months of the filing date of this national application or the date of entry of the national
stage as set forth In § 1.491 in an International application or after the mailing date
of the first Office action on the merits, whichever event occurred last but before the

malling date of either:

(1) a final action under § 1.113 or

(2) a notice of allowance under § 1.311,
whichever occurs first.

STATEMENT OR FER

2. Accompanying this transmittal is
(check either A or B below)

A. X3 a statement as specified in 37 C.F.R. § 1.97(e).

B. [J the fee set forth in 37 C.F.R. § 1.17(p) for submission of an information
disclosure statement under § 1.97(c). ($180.00).

amumwauumumoimswwmwmomofmmmmamma
Allowance [6-4)}—page 2 of 3)
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FEE PAYMENT

(complete this item, If applicable)
3. Applicant elects the option to pay the fee set forth in 37 C.F.R. § 1.17(p) for submission
of an Information disclosure statement under § 1.97(c) ($180.00).
Fee due $

METHOD OF PAYMENT OF FEE

4,
0 Attached is a [0 check [J money order in the amount of $
O Authorization is hereby made to charge the amount of $
¥X to Deposit Account No. 08-0300

O to Credit card as shown on the attached credit card information authorization
form PTO-2038.
WARNING: Credit card Information should not be included on this form as it may become public.

K Charge any additional fees required by this paper or credit any overpayment in the
manner authorized above. '

A duplicate of this paper s attached.

N oL

SIGNATURE OF PRACTITIONER

Reg. No.
°9 28,626 Robert A. Kent

(type or print name of practitioner)
Tel. No.: (580-251-3125
PO BOX 1431
P.0O. Address
Customer No.: DUNCAN OK 73536-0440

(Transmittal of Information Disclosure Statement before Mailing Dste of Either & Final Action Or Notice of
Allowance [8—4}—page 3 of 3)



© e e —— et i e S i

Application No. Applicant(s):
10/806,894 LARRY S. EOFF, ET AL.
"f°"m'it'°" liiscll?sure Citation Docket Number Group Art Unit | Filing Date
n an Application 2001-IP-005267U1P2 03/23/2004
u. /(TENT DOCUMENTS
DOCUMENT NO. | DATE NAME CLASS SUBCLASS | FILING DATE
1. 3,404,114 10-1968 | Walter, et al. 524 812
2 4,608,139 08-1986 | Craun, et al. 428 457
i 3 3,647,567 03/1972 | Schweri, et al. 428 463
4 3,689,468 09-1972 | Cenci, et al. 526 312
5 4,129,534 12-1978 | Cunningham 521 38
6 2,843,573 07-1958 | Melamed 526 260
7. | 4,052,343 10-1977 | Cunningham 521 32
8 3,271,307 9-1966 Dickson, et al. 300 152
FOREIGN PATENT DOCUMENTS
DOCUMENTNO. | DATE | COUNTRY CLASS | SUBCLASS I(EQNSLA;?N
X NON-PATENT DOCUMENTS
DOCUMENT (Including Author, Title, Source, and Pertinent Pages) DATE
EXAMINER DATE CONSIDERED
EXAMINER: Initial if citation considered, whether or not citation is in conformance with MPEP § 609. Draw line through
citation if not in conformance and not considered. Include copy of this form with next communication to the applicant.

U.S. Patent and Trademark Office
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